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Reply to Office action of May 28, 2004 
Expedited Processing Requested 

REMARKS 

I. Status of Application 

Claims 1 through 35 are pending in the instant application and stand rejected 
under 35 USC §103 (a) for being directed to subject matter assertedly rendered obvious by the 
disclosure of United States Patent No. 6,537,755 patent (the 755 patent). Applicants 
respectfully traverse the rejection. 

II. Rejection Should be Withdrawn because both the Instant Application and the 
Cited Art were Under a Common Ownership at the Time the Instant Application 
was Filed 

Claims 1 through 35 were rejected under 35 USC § 103(a) for being directed to 
subject matter assertedly rendered obvious by the disclosure of the f 755 patent. In the 
previous response, the Applicants asserted that the 755 patent does not qualify as prior art to 
the present invention because the subject matter of the 755 claims and the presently rejected 
claims were commonly owned by Callida, or under obligation to be assigned to this common 
owner, at the time the subject matter of the rejected claims was made. The Examiner refuted 
this argument, inviting Applicants to review the assignment showing that at the time of the 
filing of the 755 patent was owned by Hyseq, Inc. While this assertion by the Examiner is 
correct with respect to 755, it is also true for the instant application and the Applicants 
provide the following remarks to further clarify that the instant application and the 755 patent 
were indeed commonly owned. 

Callida is a corporate entity that was formed as a joint venture between 
Affymetrix Inc. and Hyseq, Inc. Callida was incorporated on October 24, 2001. The instant 
application was filed January 6, 2000, and claimed the benefit of priority of U.S. Provisional 
Application 60/1 15,284, which was filed January 6, 1999. The filing date of the instant 
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application was prior to the date of incorporation of Callida. At the time of that filing date, 
the inventors of the present application were under an obligation to assign the application to 
Hyseq, Inc. As further evidence, attached hereto is a copy of the original assignment that was 
recorded at reel/frame No.0 107 16/0409, which shows that the original assignment was in 
favor of Hyseq, Inc. Subsequently, Hyseq Inc assigned its interest in this application to 
Callida Inc. (see attached recordation document dated March 5, 2002). 



The above facts establish that as of the filing date of this application, it was under 



common ownership with the 755 patent. As such, Applicants submit that the rejection under 



35 USC § 103(a) may properly be withdrawn. 



SUMMARY 



In view of the above remarks, the Applicants request withdrawal of the 
rejections and favorable reconsideration of the claims. 



Dated: July 26, 2004 



Respectfully submitted, 




B y JtU^CkX^^ 
Nabeela R. McMillian 



Registration No.: 43,363 
MARSHALL, GERSTEIN & BORUN LLP 
233 S. Wacker Drive, Suite 6300 
Sears Tower 

Chicago, Illinois 60606-6357 
(312) 474-6300 
Attorney for Applicant 
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ASSIGNMENT 



WHEREAS, Hyseq, Inc., ASSIGNOR, a corporation organized and existing under the 
laws of the State of Nevada, United States of America, and having a place of business at 670 
Almanor Avenue, Sunnyvale, California 94085, is the owner of the entire right, title and interest 
in, and to the United States Letters Patents and Patent Applications set forth in Exhibit A and of 
the inventions therein described; and 

WHEREAS, Callida Genomics, Inc., ASSIGNEE, a corporation organized and existing 
under the laws of the State of Delaware, United States of America, and having a place of 
business at 670 Almanor Ave., Sunnyvale, California 94085, is desirous of obtaining the entire 
right, title and interest in, to and under such patents and such inventions. 

NOW, THEREFORE, in consideration of the sum of One Dollar ($1.00) to ASSIGNOR 
in hand paid, and other good and valuable consideration, the receipt of which is hereby 
acknowledged, ASSIGNOR, as of October 24, 2001, has sold, assigned, transferred and set over, 
and by these presents does hereby sell, assign, transfer and set over, unto ASSIGNEE, its 
successors, legal representatives and assigns, the entire right, title and interest in, to and under 
the inventions described in the Letters Patents and Patent Applications set forth in Exhibit A, 
including the right to sue for past infringement, and the patent and all divisions, renewals and 
continuations and continuation-in-parts thereof, and all patents of the United States which may 
be granted thereon and all reissues and extensions thereof; and all applications for industrial 
property protection, including, without limitation, all applications for patents, utility models, and 
designs which were or may hereafter be filed for the invention in any country or countries 
foreign to the United States, together with the right to file such applications and the right to claim 
for the same the priority rights derived from the patent under the patent laws of the United States, 
the International Convention for the Protection of Industrial Property, or any other international 
agreement or the domestic laws of the country in which any such application is filed, as may be 
applicable; and all forms of industrial property protection, including, without limitation, patents, 
utility models, inventors 1 certificates and designs which may be granted for said invention in any 
country or countries foreign to the United States and all extensions, renewals and reissues 
thereof; and 

ASSIGNOR HEREBY authorizes and requests the Commissioner of Patents and 
Trademarks of the United States, and any official of any country or countries foreign to the 
United States, whose duty it is to issue patents or other evidence or forms of industrial property 
protection on applications as aforesaid, to issue the same to ASSIGNEE, its successors, legal 
representatives and assigns, in accordance with the terms of this instrument; and 

ASSIGNOR HEREBY covenants and agrees that it has the full right to convey the entire 
interest herein assigned, and that ASSIGNOR has not executed, and will not execute, any 
agreement in conflict herewith; and 

ASSIGNOR HEREBY further covenants and agrees upon the written request and at the 
expense ASSIGNEE, its successors, legal representatives and assigns that ASSIGNOR will 
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• aq*t™ff its successors legal representatives and assigns, any material facts 

communicate to ASSIGNEE, its successors, i g f proceeding, sign all 

known to ASSIGNOR respecting the ™^ tertf ym any g P m ^ Q ^ 

lawful papers, execute all divisional, "^^^^^ ^dersigned to aid 
rightful oaths, and generally to cooperate totobrtjtaMy oper 
ASSIGNEE, its successors, legal representatives and assigns, 
protection for the invention in all countries. 

IN WITNESS AND IN TESTIMONY WHEREOF I,^a dul, ; authorized .preserve 
of ASSIGNOR, hereunto set my hand and/Cal, this 5 of March, 2002. 




Love 
President and CEO 



State of 



SS. 



County ^^^a/^e^G^*C>^ 

On *is ^day of 2002^efore^ aNo^ry 

^^^^^^^^^^ 

h^stSnent, and he acknowledged the same to be his free act and deed. 




Notary Public 
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Chongjun Xu 
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X Assignment 

Merger Other: 
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Security Agreement 

Execution Dates: January 14, 2000, 
January 24, 2000, & February 24, 2000. 


4. Application number(s) or patent If the document is being filed together 
number(s). Additional sheet attached? with a new application, the execution 
YES NO X date of the application is: 


A. Patent application no.(s):09/479,608 B. Patent no.(s): 
filed January 6, 2000 
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Name: Joseph A. Williams, Jr. 

Reg. No. 38,659 
MARSHALL, O'TOOLE, GERSTEIN, 
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City: Chicago 
State: Illinois 
Zip: 60606-6402 
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8. Any additional required fee may be 
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Serial No: 09/479,608 
Filed: January 6, 2000 



Title: 



ENHANCED SEQUENCING BY HYBRIDIZATION USING POOLS OF PROBES 



For $10.00 (Ten Dollars), and other good and valuable consideration, the receipt and sufficiency 
of which are hereby acknowledged, the undersigned hereby assign to Hyseq, Inc., a Nevada corporation, 670 
Almanor Avenue, Sunnyvale, California 94086, (hereinafter "assignee"), its successors and assigns, the entire right, 
title and interest in the invention or improvements of the undersigned disclosed in the above-identified application 
for Letters Patent of the United States and in said application and any and all other applications, both United States 
and foreign, which the undersigned may file, either solely or jointly with others, on said invention or improvements, 
and in any and all Letters Patent of the United States and foreign countries, which may be obtained on any of said 
applications, and in any reissue or extension thereof. 

The undersigned hereby authorizes and requests the Commissioner of Patents and Trademarks to issue said Letters 



as Patent to said assignee. 



The undersigned warrants himself to be the owner of the interest herein assigned and to have the right to make 
£ this assignment and further warrants that there are no outstanding prior assignments, licenses, or other rights in the interest 
S . herein assigned. 



8 . For said consideration the undersigned hereby agrees, upon the request and at the expense of said assignee, its 

1 successors and assigns, to execute any and all divisional, continuation, continuation-in-part and substitute applications for 
§ said invention or improvements, and any necessary oath or affidavit relating thereto, and any application for the reissue 
Z or extension of any Letters Patent that may be granted upon said application, and any and all applications and other 

documents for Letters Patent in foreign countries on said invention or improvements, that said assignee, its successors or 
assigns, may deem necessary or expedient, and for said consideration the undersigned further agrees upon the request of 

2 said assignee, its successors or assigns, in the event of any application or Letters Patent assigned herein becoming involved 
E in Interference, to cooperate to the best of the ability of the undersigned with said assignee, its successors or assigns, in 
1 the matters of preparing and executing the preliminary statement and giving and producing evidence in support thereof, 
5 the undersigned hereby agreeing to perform, upon request, any and all affirmative acts to obtain said Letters Patent, both 
$ United States and foreign, and vest all rights therein hereby conveyed in said assignee, its successors and assigns, whereby 
° said Letters Patent will be held and enjoyed by said assignee, its successors and assigns, to the full end of the term for 
J which said Letters Patent may be granted as fully and entirely as the same would have been held and enjoyed by the 
< undersigned if this assignment and sale had not been made. 

< 



Toint Inventors 



Atty. Docket No: 28110/35918 



State of 



WITNESS my hand this 



day of 



County of 



ss. 




f Two Thousand. 



Drmanac 




for the uses 



On this l c t^ (hy of * 2000, before me, a Notary Public in and for the County and State 

aforesaid, appeared Radoje Drmanac, to me personally known to be the rag^erson whose name is subscribed to the 
foregoing instrument, and acknowledged that he executed said instrument 
and purposes therein expressed. 

WITNESS my hand and seal the same day and year last abov 

My Commission Expires: b(A ' f b r 




WITNESS my hand this 



day 



of 



, Two Thousand. 



State of 6i 
County 



0 f ]Wr* (Xsrt i 

On this /f^ dayof 



Snezana Drmanac 



, 2000, before me, a Notary Public in and for the County and State 

aforesaid, appeared Snezana Drmanac, to me personally known to be the s^jp 5 ^^^ 
foregoing instrument, and acknowledged that he executed said instrument as Jjji 
and purposes therein expressed. S 
WITNESS my hand and seal the same day and year last above given 




)lufitffiiyi^ bt&Sffr the fees 
NOTARY PUBLIC - CALIFORNIA W 
^S^S&hF/ Santa Clara County 

<ass^ My Comm. Expire! Oct. to, 2 000 *^ 



My Commission Expires: 



I Notary Public 



WITNESS my hand this 2 V ^ day of )A~~**-y Two Thousand. 



State of QlaXjJti)K<vC<A 
County of S^Lm' VUflJt^ 



ss. 



David Kita 



On this OA ^ ay of A(1aAAJU2AA^ , 2000, before me, a Notary Public in and for the County and State 
aforesaid, appeared David Kita, to me personally known to be the same person whose name is subscribed to the foregoing 
instrument, and acknowledged that he executed said instrument as his free and voluntary act and for the uses and purposes 
therein expressed. 

WITNESS my hand and seal the same day and year last above given. 



My 



Commission Expires: IjJ^^ ^ff. }&0?> 



irvor 




Joint Inventors 



WITNESS my hand this 



^ £ t^L. day of fahdM 



Atty. Docket No: 28110/35918 
, Two Thousand. 



state of Cd^mia^) 

County of f^lohc 



ss. 




On this £M day of fobuAfi*^ 2000, before me, a Notarftft^Mi^^ %it« 

A 41 . - rARGROVE * 

aforesaid, appeared Cory Cooke, to me personally known to be the same person whjb^ name isr subscr^^^ilJ^^^^isg^ 
instrument, sj^es^ov^g^hat he executed said instrument as his free and voljrfta^^^^d fo ^^^^|^\^^sesi 

yia^i an| seal the same day and year last above given. 





Notary Public 



State of 

County of 



WITNESS my hand this /if day of ^^i^^^^y^ , Two Thousand 

germ's . /)^ 



Chdntnun Xu 




On this /y^ jay of vfWl * , 2000, before me, a Notary Public in and for the County and State 

aforesaid, appeared Chongjun Xu, to me personally known to be the same person whose name is subscribed to the 
foregoing instrument, and acknowledged that he executed said instrument as his free and voluntary act and for the uses 
and purposes therein expressed. 

WITNESS my hand and seal the same day and year last above given. 



My Commission Expires: \° / 7t>OQ 




PERCILLA G. SANCHEZ J- 

Comm. # 11 13351 h 

NOTARY PUBLIC -CALIFORNIA vl 
Santa Clara County 




